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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 16 August 2004 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 03 Claim(s) 1-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-28 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) ^ are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 G Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This Office Action is in response to the Amendment filed on 8-16-04. Currently, claims 
1-28 are pending in the application. 

Specification 

The objection to the disclosure and the Abstract has been successfully overcome in the 
Amendment of 8-16-04 and is herein withdrawn. 

Claim Rejections - 35 USC § 112 

The rejection of claims 1, 3-6, 8-1 1 and 15-28 under 35 U.S.C. 1 12, second paragraph, as 
being indefinite is withdrawn in part and maintained in part. 

Claims 1, 3-6, 8-11, 15, 17-20 and 22-25 remain indefinite because it is unclear what is 
meant by a "securities processing system." While the Examiner appreciates the Applicant 
pointing to the explanation of a system in the specification on page 2, the claims are still vague 
as to what the Applicant is claiming as their invention. For example, a system could include 
manual processes, which may not necessarily be included in the claimed invention, and may not 
satisfy the requirement for technology under 35 U.S.C. 101. The specification, in the discussion 
of the 'system 5 itself includes "the many manual processes" as being a part of the 'system.' As 
such, the system of the present invention needs to be more clearly defined in the claims in order 
to overcome this rejection. The Examiner suggests amending the claims to include some 
wording for a computer or a server or processor, etc. 
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Claims 15-28 remain indefinite because they lack a clearly defined "system," see the 
discussion above. 

With regard to the previous rejection of claims 15-28 because it was unclear what was 
meant by "button." In view of the Applicant's response that a button was defined on page 13, 
lines 15-26 of the specification, the Examiner interprets a "button" in the presently claimed 
invention to be a hyperlink of the equivalent thereof. 

Claim Rejections - 35 USC § 101 

The rejection of claims 1-28 remain rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter is herein repeated and made final. 

Claims 1-28 are directed to non-statutory subject matter because they lack any reference 
to technology. The Patent Office has taken the position that claims lacking any reference to 
technology are "nothing more than [an] abstract idea which is not tied to any technological art 
and is not a useful art as contemplated by the Constitution." Ex parte Bowman, 61 USPQ2d 
1669, 1671 (Bd. Pat. App. & Inter. 2001)(Unpublished). Although the Bowman case is not 
precedential, it is cited herein merely for its content and reasoning. The Examiner suggests 
amending the claims to include some form of technology, such as a computer, etc. in the body of 
the claim. It is not sufficient to merely put such technology in the preamble. 

Claims 15-28 are directed to non-statutory subject matter because they contain 
functionally descriptive material that is not embedded in any form of tangible medium. The 
system claimed has language such as "online" and "processing data tool program," etc. however 
there is no express computer executable code or computer executable instructions, such are 
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merely implied. Without such express instructions, there is no nexus between the "system" and 
the steps it is charged with performing. 

Response to Arguments 

Applicant's arguments filed 8-16-04 have been fully considered but they are not 
persuasive. The Applicant argues that under 35 U.S.C. 101 statutory subject matter may be "any 
new and useful process, machine, manufacture or composition of matter, or any new and useful 
improvement thereto" and that a process must produce a "useful, concrete and tangible result." 
The Examiner agrees. And while the present invention may actually produce a 'useful, concrete 
and tangible result' it must do so by using some form of technology. 

Article I, section 8 of the US Constitution affords patentability to those inventions within 
the "useful arts." The Patent Office interprets the phrase "useful arts" to mean "technological 
arts." Therefore, in order for a claim to be statutory, it must be in the technological arts. In re 
Musgrave, 167 USPQ 280 (CCPA 1970) and in re Johnston, 183 USPQ 172 (CCPA 1974). In 
order for the claimed invention to be within the "technological arts" it must satisfy a two prong 
test. The first prong, is that the invention must 'produce a useful, concrete and tangible result" 
(State Street, 47 USPQ2d 1602) and the second prong is that it must utilize technology in a non- 
trivial manner (Ex parte Bowman, 61 USPQ2d 1665). The presently claimed invention fails to 
satisfy the second prong of the test, that is the requirement for technology. 

Also, the Examiner appreciates that claims 15-28 are directed to a 6 computer- assisted 
diagnostic system" however the Patent Office has taken the position that some form of 
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technology must be claimed in the body of the claim to successfully overcome the rejection of 
record. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra Snapp whose telephone number is 703-305-6940. The 
examiner can normally be reached on Mon.-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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